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in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 
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SPECIAL SERVICES 
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special services free for members, or at cost when outlays of money or unusual expenditures 
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SUGGESTED AMENDMENTS TO LANHAM BILL 


PART I 


SUGGESTED AMENDMENTS TO THE LANHAM TRADE-MARK 
BILL (H. R. 5461) 


As our members were advised in our Special Report No. 19, mailed on Decem- 
ber 17, 1941, the Association, after due consideration by its Lawyers’ Advisory 
Committee, embodied certain suggested changes and amendments to the Lanham 
Bill in a Memorandum addressed to the House Committee on Patents. In order 
that our members and Reporter subscribers may have this Memorandum in per- 
manent form, we reproduce it below, together with the text of a letter addressed 
to Hon. Fritz G. Lanham by Mr. W. H. Stanley, Chairman of the Patents and 
Trade-Mark Committee of the National Association of Manufacturers, on the 
same subject : 

To: 

Hon. Charles Kramer, 

Hon. Fritz G. Lanham, 

Hon. Vance Plauche, 

+ on. Arthur G. Klein, 

Hon. Hugh D. Scott, Jr., 

Hon. William H. Stevenson, 

House Office Building, 
Washington, D. C. 


At the recent hearings on the revised H. R. 5461, the Chairman of the Sub- 
Committee, Mr. Lanham, suggested that a memorandum be filed with your Com- 
mittee expressing approval or disapproval of Section 29 of the Committee Print 
of the Bill, which proposes a deposit file of trade-marks for search purposes. 

In response to your Chairman’s request, a special meeting was called of the 
Lawyers’ Advisory Committee of the United States Trade-Mark Association. 


I. Section 29 


It was the opinion of the Lawyers’ Advisory Committee that the inclusion of 
Section 29 in the proposed new Trade-Mark Act should not be recommended and 
that this section should be stricken from the Bill. 

It is respectfully submitted that any such search file could fulfill its purpose 
only if the file thus created comprised practically all trade-marks actually in use, 
either among the states or within the various states. Since under H. R. 5461 there 
is no compulsion to deposit marks, the contemplated search file would necessarily 
remain entirely incomplete and no assurance would be given to business that a 
search through this file would reveal all trade-marks actually in use. 

A deposit file would be helpful for search purposes, only if it contained marks 
which have been held by the Patent Office to be valid. A file of marks deposited 
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without examination and not approved by the Patent Office as valid, would unques- 
tionably contain a large number of invalid marks and, consequently, such file would 
be useless as a search file. For the same reasons, any deposit file so constituted 
should not be used or considered by the Patent Office in the examination of a 
trade-mark for which application for registration has been filed on either the 
principal or supplemental register. While, as stated above, such deposit file so 
constituted should be completely disregarded in considering the validity or regis- 
trability of trade-marks on the principal or supplemental register, the adoption 
of Section 29 in its present form would be particularly dangerous and undesirable 
because of the absence therein of any language to the effect that a mark thus deposited 
shall not be considered in examining a trade-mark for which application for regis- 
tration has been made on the principal or supplemental register. 

Finally, and a most important consideration, the creation of such a search file 
would defeat the very purpose of the Lanham Bill, to wit, to create an inducement 
and to give an incentive to trade-mark owners to obtain a federal registration of 
their marks. While it is true that the deposit of a mark under Section 29 is not 
intended to vest its owner with any of the legal attributes of a registered trade- 
mark, nevertheless, many trade-mark owners would be satisfied with merely 
depositing their marks for a nominal fee in the mistaken belief that they were thereby 
acquiring some statutory protection. 


II. OrHer RECOMMENDATIONS 


At this occasion, the Lawyers’ Advisory Committee submits for the considera- 
tion of your Committee the following additional amendments to the Committee 
Print of H. R. 5461, all of which were much discussed at the recent hearings. 

1. In accordance with a suggestion made by the representative of the National 
Association of Manufacturers at the hearings, it is recommended that the term 
“collective mark” be restored in the Bill. Inasmuch as the term “collective mark” 
has an accepted meaning under the various International Trade-Mark Conven- 
tions, to which the United States is a member, it seems to us that the retention of 
this designation would clarify the purpose of the Act to bring our domestic law 
into harmony with the obligations undertaken by each Convention country under 
the terms of the Conventions. 


It is, therefore, recommended that the following changes be made in the Com- 
mittee Print: 


Section 4, page 6: Amend the title in line 22 by inserting, following the word “certification,” 
the words “and collective.” 

Section 4, line 25: Following the part of the word “cation” insert “and collective.” 

Section 45, page 44: Strike lines 22 to 25 inclusive and insert the following: “The term ‘cer- 
tification mark’ or the term ‘collective mark’ means a mark used by the 
registrant or, if the mark is not registered, by the owner in connection 
with the goods or services to certify or indicate regional or other 
origin, material, mode of manufacture, quality, accuracy, or other char- 
acteristic of such goods or service or to indicate membership in an 
association or other organization, or that the work or labor on the 


goods or service was performed by members of a union or other organi- 
zation.” 
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2. In view of the recommended changes in Section 4, the Lawyers’ Advisory 
Committee is of the opinion that the exception provided for in Section 4, on page 
7, lines 8 to 43, should be retained in the Act. This exception was added by the 
American Bar Association and was not contained in H. R. 5461 as originally 
worded. The inclusion of this exception in the final Act would, in our opinion, 
provide an important safeguard against any possible abuses of collective marks 
and certification marks. 

3. The attention of your Committee is respectfully drawn to the fact that no 
separate register is provided for collective and certification marks, while a separate 
register will be established, according to Section 3, for service marks. It is 
recommended, therefore, that a sentence be added to Section 4 providing for a 
separate register for collective and certification marks. 

4. Finally, it is the sense of the Lawyers’ Advisory Committee that the language 
in the first sentence of Section 19 of the Committee Print should be retained and 
that the suggested change made at the Committee hearings, to wit, the substitution 
of the words “equitable defenses including laches, estoppel, etc.” in place of the 
language now appearing in the Committee Print should not be adopted. Stated 
another way, it is felt that the first sentence of Section 19 should read “in all 
inter partes proceedings the equitable principles of laches, estoppel and acqui- 
escence, where applicable, may be considered and applied.” 

It is submitted that the exclusion of the defense of “unclean hands” from Patent 
Office proceedings should be retained because experience has shown that the admis- 


sibility of this defense in Patent Office proceedings would open the door to the 
raising of numerous collateral issues, which have no proper bearing upon the actual 
issues before the Patent Office in inter partes proceedings. 
Respectfully submitted, 
SYLVESTER J. Lippy, Chairman, ARTHUR R.WENDELL, WALTER J. DERENBERG, 
Lawyers’ Advisory Committee. Vice-President. Counsel. 


Mr. Stanley’s letter, dated November 27, 1941, reads as follows: 


Dear Representative Lanham : 
In RE H. R. 5461 


At the recent hearing of your committee held in the House Office Building on 
the Lanham Trade-Mark Bill, I objected to the insertion of Section 29, title 3 
“Deposit of Marks” which was inserted in the Committee Print. 

The Committee Print was a complete surprise to the members of the sub- 
committee of the committee on patents and research of the National Association of 
Manufacturers who attended the hearing, and the matter, therefore, had not been 
given any consideration whatsover. 

My fiat ran only to support of H. R. 5461, with permission to permit such 
changes as would clarify the language without changing the fundamental meaning, 
and with the exception that we had agreed to changes of Section 32, title 6, 
“Remedies” Sub-section 1, to avoid undue hardship on innocent contributory 


infringers, and this change of Section 32 was only agreed to after extensive 
deliberation. 
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Some of my personal reasons for the objection to the insertion of 29 of the 
Committee Print are enumerated below : 


1. It opens the door to controversy regarding incontestability of a registered mark. 


2. It permits an originator of a trade-mark to deposit same, although it may have 


been used in an exceedingly small intra-state district very sparsely, and without any inten- 
tion of extending the territory in which the mark might be used. 

3. It lends the prestige of the patent office to the depositor. 

4. There is no obligation on the depositor as to declaration of continuous use similar 
to that imposed on the registrant of a trade-mark registered in the U. S. Patent Office. 


5. The use of the deposited mark may only be spasmodic and of no particular con- 
sequence. 


6. It would require investigation as to whether the mark deposited was still in use 
or had been abandoned before it could be adopted by another. 

7. It is inequitable to owners of registered trade-marks on whom duties and obliga- 
tions are imposed. 

8. It would emasculate many of the conditions of H. R. 5461. 

9. It would eventually clutter up the records of the Patent Office with a lot of 
marks not in use or abandoned. 


I would seize this opportunity of calling attention to the Trade-Mark Acts 
1938 of Great Britain, Section 2: 


“No person shall be entitled to institute any proceeding to prevent or to recover damages 
for the infringement of an unregistered trade-mark, but nothing in this act shall be 
deemed to affect the rights of action against any person for passing off goods as the 
goods of another person or the remedies in respect thereof.” 


True, we cannot ignore state laws, but business today is integrated to such 
an extent that there should be some advantage accruing to a registrant which does 
not extend to one who does not register. 

On your call for a showing of hands of those supporting insertion in H. R. 
5461 of Section 29 of the Committee Print, I believe there were two in favor. 

The subject matter of Section 29 of the Committee Print should be, in my 
opinion, the object of very thorough and exhaustive investigation before being 
permitted to go on the statute books ; and I, therefore, think that H. R. 5461 should 
not now be further delayed by insertion of Section 29 of the Committee Print. 

Respectfully yours, 
W. H. STANLEY, 
Vice-President, Wm. Wrigley Jr. Company. 


WOOLWORTH STORE RESTRAINED FROM “PASSING OFF” 


Most actions for unfair competition arise between rival manufacturers, suits 
between dealer and dealer or dealer and manufacturer being far less frequent. 
A decision in a suit in the last named category was handed down by the 
Montana Supreme Court on June 2, 1939, and only recently reported. The 
plaintiff in the action, Truzzolino Food Products Co., located in Butte, Montana, 
sued to restrain the local Woolworth store from the sale of tamales not made by 
plaintiff as the latter’s product. 


+ 
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Plaintiff's predecessor in business, one V. Truzzolino, had, beginning in the 
year 1935, been engaged in the manufacture and sale of tamales in the city of 
Butte, until 1935, when the plaintiff corporation was formed to continue the 
business, Truzzolino remaining as stockholder. The latter had used as his trade- 
mark the words “Truzzolino Genuine Chicken Tamales,” to which after 1933, 
the notation “V. T. Brand” was added. This long continued use of the name and 
notation by Truzzolino and the successor corporation had so identified them with 
plaintiff that goods bearing the mark were generally understood to be of plaintiff’s 
manufacture. Late in 1936, after the defendant company had several times com- 
plained to Truzzolino that his products were not of their former quality, the plain- 
tiff brought suit against the Woolworth Company, alleging that it was competing 
unfairly with plaintiff in selling as plaintiff's, tamales made by others and know- 
ingly making representations to customers to that effect. Plaintiff also alleged 
that the tamales thus sold were inferior in quality to plaintiff’s product. 

At the hearing a jury found for plaintiff and awarded the sum of $750 as actual, 
and $5,000 as punitive damages. Defendant appealed. 

In affirming the decision, the Court stated the principle involved as follows: 


It cannot be doubted that, upon principles analogous to those which apply to technical 
trade-marks, a person may be protected in the exclusive use of his own name or that of 
a place, building, or other designation selected by him, and by use of which, in connection 
with his business, he has acquired for it a valuable good-will. The theory of the law is 
that, while all are entitled to the use of any given designation, no one has the right to so 
use it, even though it is his own name or a name selected for his place of business, as to 
invade the rights of another. Such conduct is a distinct fraud. The good-will of a busi- 
ness is intangible, being merely the expectation of continued public patronage; but, never- 
theless, it is property capable of transfer, and the owner is entitled to the same protection 
in the exclusive enjoyment of it as he is in that of his tangible possessions. 


' The role now being played by the radio in combating unfair trade practices 

is shown by the fact that, as testified at the trial, plaintiff's sales manager, on learn- 
ing of defendant’s acts, began an advertising campaign over the radio to urge cus- 
tomers to insist on the “V. T.” brand as evidence that they were getting the genuine 
Truzzolino tamales. Moreover, the evidence showed that plaintiff had expended 
$1,627 and several months’ time in following up troubles and complications result- 
ing from defendant’s infringement.’ 


TRADE SLOGANS 


Since our last published list, the following slogans have been entered in the 
records of the Association : 


“The Happy Medium Laxative’—Ex-Lax, Incorporated. 
“In Laxatives, too, there’s a Happy Medium”—Ex-Lax, Incorporated. 


1. Truszzolino Food Products Co., v. F. W. Woolworth Co. (91 P. 2d 415). 
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MAINTAINING TRADE-MARK VALUES IN MARKETS AFFECTED 
BY WAR 


Among the problems confronting the American exporter of trade-marked goods 
to countries now inaccessible due to our participation in the war is that of keeping 
alive trade-mark and business good-will among former customers and to prepare 
to gain new clienteles in the post-war period. That any trade-mark, no matter 
how well known, suffers from disuse in a given territory is a truism known to every 
manufacturer. How, then, shall the exporter preserve his market during the pres- 
ent emergency? This question is answered in part by a writer in the London Times 
and Engineering of November, 1941, from which we quote the following: 


A question has arisen in regard to advertising British goods for export now that it 
has become clear that export is in many cases impossible. The fact that any such 
point has arisen is conclusive evidence that there is misconception concerning the economic 
functions of advertising. Admittedly, the one that is most familiar is to stimulate imme- 
diate sales, and it has been repeatedly shown here that advertising alone or in conjunc- 
tion with other methods of salesmanship plays a most important and in some cases 
indispensable part in modern commerce. This, however, is only one of its functions; 
it has others not less important. 

From the outbreak of war the vital necessity of maintaining good-will in foreign 
markets to which it is not possible to send goods has been emphasized here. The less 
feasible it is to deliver goods the more necessary it becomes to keep customers reminded 
of them in order to facilitate trade revival after the war. Out of sight is out of mind, and 
goods no longer displayed in shop windows are likely to be forgotten unless some alter- 
native for the shop window is adopted. That alternative is pre-eminently the Press. 
Papers which still circulate in allied and neutral countries can carry a message to all 
the literate members of the public there. That message may be a mere reminder or it 
may contain an interesting illustrated story of progress and development. It is not 
possible to enunciate a general rule of universal application; each firm must adapt its 
policy in this respect to the special circumstances of its business. Broadly, however, 
it may be said, that if good-will is to be maintained the less it is possible to sell the more 
it becomes necessary to advertise. The selection of media and the choice of copy are 
matters for each individual firm, but advertising should be persistent. The day to abandon 
advertising will be the day when hope of regaining our commercial prosperity has fled; 
at present, that day is as distant as the Greek kalends. 

Firms whose object is to sell goods abroad in present circumstances should consider 
the position carefully; they may or may not be justified in advertising them, but they 
should bear in mind the difficulties they are bound to encounter. If their main object 
in advertising is to maintain their good-will and keep the old name and connexions alive, 
there is every reason why they should continue to advertise and if they desire to keep 
their connexions alive, they must do so. We are doing our best to maintain an effective 
circulation overseas in all countries that remain open to us, and to provide facilities for 
firms which desire to use our columns with the object of maintaining good-will abroad, 
but in case any reader should be under any misconception it may be stated categorically 
that the fact that goods made of raw materials in short supply owing to war conditions 
are advertised in this paper should not be taken as an indication that they are neces- 
sarily available for export. 
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